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LED Products Flout Nichia Patents, Gilstrap Rules After Trial 

By Vin Gurrieri 

Law360, New York (January 28, 2016, 4:50 PM ET) -- Japan-based Nichia Corp. has won a ruling from U.S. 
District Judge Rodney Gilstrap following a bench trial that three of its semiconductor patents are valid and 
were infringed by a rival’s LED products, but failed to convince the judge to issue the injunction it sought.   
 
In a Jan 25. opinion that clocked in at 134-pages, Judge Gilstrap issued findings to cap a three-day bench trial 
conducted in May. The judge held that Taiwan-based Everlight Electronics Co. Ltd. infringed three Nichia 
patents and rejected Everlight's claims the patents were invalid. But despite his findings on infringement and 
validity, Judge Gilstrap refused Nichia’s request for a permanent injunction after finding the company didn’t 
adequately show that it was irreparably harmed by Everlight's infringement. 
 
“Nichia has not demonstrated that [Everlight’s] past and continuing infringement of Nichia’s patents has 
caused, and will continue to cause, irreparable harm to Nichia,” Judge Gilstrap said. “In these circumstances, 
and taking into account all relevant factors, Nichia has not demonstrated that it is entitled to injunctive 
relief.” 
 
Additionally, Judge Gilstrap noted in his ruling that Nichia withdrew its claim for pre-judgment monetary 
damages in its second amended complaint. Instead, Nichia’s requested relief was for a permanent injunction. 
 
Nichia initially filed its complaint in September 2013 accusing the Everlight and its American unit of flouting a 
semiconductor patent — U.S. Patent Number 7,432,589. Two other patents — U.S. Patent Numbers 
7,462,870 and 8,530,250 — were later added to the case. 
 
Everlight subsequently filed counterclaims that sought declarations that Nichia’s patents were invalid and 
that Everlight’s products didn’t infringe. 
 
But in his ruling, Judge Gilstrap sided with Nichia, saying the company sufficiently proved that Everlight’s 
accused products as well as its manufacturing process infringed the asserted claims of Nichia’s patents. 
Everlight also failed to adequately prove “by clear and convincing evidence” that any of the asserted claims 
of Nichia’s patents were invalid, according to the ruling. 
 
But in denying the injunction bid, Judge Gilstrap found there was an absence of meaningful competition 
between the parties in the U.S., adding that Nichia doesn’t view Everlight as a meaningful competitor in 
America. Nichia also failed to establish past irreparable harm, or the likelihood of irreparable harm in the 
future based either on lost sales or price erosion. 
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Even if Nichia had mounted enough evidence to demonstrate such harm, Judge Gilstrap further said that it 
could be “readily remedied” through monetary compensation rather than a permanent injunction, while also 
noting that Nichia’s damages expert didn’t attempt to calculate a reasonable royalty or lost profits. 
 
The judge also pointed out that Nichia already licenses the patents-in-suit to the suppliers of just over 40 
percent of the global LED market, a fact that “also precludes a finding of irreparable harm.” 
 
Judge Gilstrap further ordered the parties to confer and subsequently file a status report on the issue of any 
damages that are potentially recoverable by Nichia in the case. 
 
The judge had also previously referred the case to a mediator shortly after the conclusion of the trial, but the 
mediator reported to the court in October that those proceedings ended with the parties at an impasse. 
 
Nichia issued a statement Thursday touting the ruling, noting in particular that the ‘250 patent Everlight was 
found to infringe covers an innovative process for manufacturing LEDs that Nichia developed in 2008, as well 
as LED products manufactured according to that process. 
 
The Nichia products covered by the ‘250 patent include products that the company says “are among the 
most popular LED products on the market today,” according to the statement. 
 
Nichia attorneys Robert P. Parker, Marty Zoltick and Steven P. Weihrouch of Rothwell Figg Ernst & Manbeck 
PC jointly told Law360 Thursday that the company is “thrilled the court issued a decision upholding [Nichia’s] 
infringement claims and sustaining the validity of the patents.” 
 
“We are very pleased with the court’s decision and will continue to pursue the remedies that our client 
Nichia is entitled to for the harm caused by Everlight’s infringing actions,” Parker added. 
 
Nichia’s counsel also noted that they will likely be appealing the denial of the injunction and that damages 
are accruing as of the date of the judgment. 
 
Meanwhile, Everlight attorney Richard C. Vasquez of Vasquez Benisek & Lindgren LLP told Law360 Thursday 
that the company “is respectfully disappointed in the liability findings, but pleased that there was no need for 
injunctive relief and that no damages were sought after the waiver of damages.” 
 
The patents-in-suit are U.S. Patent Numbers 7,432,589; 7,462,870; and 8,530,250. 
 
Nichia is represented by Robert P. Parker, Marty Zoltick, Steven P. Weihrouch, Michael H. Jones, Daniel R. 
McCallum, Chen Li and Nechama E. Potasnick of Rothwell Figg Ernst & Manbeck PC as well as Mandy Carroll 
Nelson of Ireland Carroll & Kelley PC. 
 
Everlight is represented by Richard C. Vasquez, Jeffrey T. Lindgren, Eric W. Benisek, Robert S. McArthur and 
Stephen C. Steinberg of Vasquez Benisek & Lindgren LLP as well as Melissa R. Smith of Gilliam & Smith LLP. 
 
The case is Nichia Corp. v. Everlight Electronics Co. Ltd. et al., case number 2:13-cv-702, in the U.S. District 
Court for the Eastern District of Texas. 
 
--Editing by Emily Kokoll.  
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